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DETAILED ACTION 

1 . This is a Second Non-Final Action in response to tine amended claims filed on 
12/29/08. 

Specification 

2. Amendments to the specification obviate the previous objection. 

Claim Rejections - 35 USC §112 

3. The amended claims have more distinctly claim the subject matter of the 
invention and the 35 USC § 1 12 rejection is withdrawn. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-2, 4-5, 7, and 14-16, are rejected under 35 U.S.C. 102(b) as being 

anticipated by Moreau (EP 1,398,174). 
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6. In respect to claims 1, 4, 7, and 14-16, Moreau discloses a banknote comprising: 
a paper support 1 ; a film element 1 1 having optical security features 15; and a 
transparent sealing layer 14; the support 1 has window-shaped openings 2 which are 
closed by the film element 1 1 which projects beyond it on all sides; the sealing layer 14 
covers the film element at least in the region of window-shaped openings 2 and is on 
the opposite side of paper support 1 to film element 1 1 (0027, Fig. 4). Moreau does not 
disclose providing the lacquer layer (broadly synonymous with sealing layer) via a 
printing, pouring, sprinkling, or spraying method however, although a product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed.Cir. 1985). 

7. In respect to claim 2, Moreau discloses that the second strip 10 (sealing layer) 
may be same size as the strip 3 (0023, Fig. 1 ). Note that the embodiment above in 
claim 1 incorporates elements of this embodiment (0027). 

8. In respect to claim 5, Moreau discloses that optical security feature comprising 
printing (0015). 

9. In respect to claims 14-16, Moreau discloses the claimed subject matter for the 

reasons stated above. 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moreau 
(EP 1 ,398,1 74). Moreau substantially discloses the claimed subject matter for the 
reasons stated above including that the sealing layer may be larger than the film 
element (0023) but does not disclose the particular range of 100% to 120% larger. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide a relatively larger sealing layer of 100% to 120%, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Aller, 105 USPQ 233. p. Furthermore, Figure 1 shows the sealing layer 10 only 
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marginally larger than film element 3, so apparently just over 100% (i.e. not exceeding 
120%). 

13. Claims 6 and 8-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moreau (EP 1 ,398,174) in view of Cote et al. (US 2005/0040641 ). 

14. In respect to claim 6, Moreau substantially disclose the claimed subject matter for 
the reasons stated above but does not disclose the material or thickness of the material 
comprising the sealing layer however Cote et al. teaches providing a protective layer 
lacquer layer comprising, for example, polyethylene terephthalate (PET) (0044) which 
may be applied as a coating of preferably 4 to about 8 microns (0043). It would have 
been obvious to one or ordinary skill in the art at the time the invention was made to 
provide the lacquer layer taught in Moreau as a 4 to 8 micron thick PET coating as 
taught in Cote et al. to provide a material and thickness that effectively acts as a barrier 
to chemical penetration (0043, Cote et al.) 

1 5. In respect to claims 8-1 3, Moreau discloses that the film element may comprise 
PET (0022). Moreau as modified by Cote et al. teach a PET lacquer layer. Because 
Moreau as modified by Cote et al. teach the film element and sealing/lacquer lacquer as 
PET, they share the same material properties such as expansion coefficient, length 
expansion coefficient, modulus of elasticity, etc. are the same. 
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Response to Arguments 

1 6. Applicant's arguments with respect to claims 1 -1 6 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyle Grabowski whose telephone number is (571)270- 
3518. The examiner can normally be reached on Monday-Thursday, every other 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on (571 )272-4480. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Kyle Grabowski/ /Dana Ross/ 

Examiner, Art Unit 3725 Supervisory Patent Examiner, Art 

Unit 3725 



